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DETAILED ACTION 

Preliminary Amendment 

1. The preliminary amendments of 4 August 2003 are acknowledged and entered. The 
specification has been amended to introduce a first paragraph and claims 1-10 have been 
canceled. 

Claims 11-14 are currently pending and under examination. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: Methods for evaluating probe arrays. 



Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

4. Claim 13-14 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

Claim 13 is indefinite for the recitation ''the labeling compound directly bonded to the 
substrate" because ^'labeling compound directly bonded" lacks proper antecedent basis in 
Claim 12. 
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Claim 13 is further indefinite for the recitation "the sequential sjmthesis without 
elongation reaction" because "without elongation" lacks proper antecedent basis in Claim 12. 

Claim 13-14 are indefinite because the claims appear to require detection of the probe 
prior to the probe's production i.e. during a first step of the sequential synthesis. It is unclear 
how the probe is detected without first being synthesized. It is suggested the claim be 
amended to clarify. 



Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicaint for patent, except that an intemationed application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

6. Cladms 1 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Baier (U.S. 
Patent No. 6,245,518. filed 6 December 1999). 

Regarding Claim 11, Baer discloses a method of measuring an amount of probe in an 
array comprising a plurality of immobilized probes at a plurality of sites (Fig. 1 and Column 3, 
lines 65-67) wherein the probes are sequentially synthesized at the sites (Column 5, lines 54- 
65 and Column 12, lines 30-42) wherein the probes are different from each other (e.g. all 
possible 6 mers, column 7, lines 41-61) wherein a labeling compound is coupled to each 
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terminus of the probe in the final synthesis step (Column 5, lines 56-60) and measuring an 
amount of labeling compound at each site (Column 15, lines 24-28 and Claim 1), 

Regarding Claim 12, Baer discloses a method of evaluating an amount of target 
comprising reacting a probe array and target substance wherein the probe array comprises a 
plurality of immobilized probes at a plurality of sites (Fig. 1 and Column 3, lines 65-67) 
wherein the probes are sequentially synthesized at the sites (Column 5, lines 54-65 and 
Column 12, lines 30-42) wherein the probes gire different from each other (e.g. all possible 6 
mers, column 7, lines 41-61) wherein a labeling compound is coupled to each terminus of the 
probe in the final synthesis step (Column 5, lines 56-60), measuring an amount of labeling 
compound at each site to determine probe amount (Column 15, lines 24-28 and Claim 1) 
measuring an amount of target captured at each site Column 15, lines 28-41) and comparing 
the amount of probe to target substance (Column 4, lines 40-61 and Column 15, lines 42-50). 

Regarding Claim 13, Baer discloses the method wherein the amount of label bound to 
the surface is compared to the probe label at each site (Column 15, lines 15-27). As stated 
above, it is unclear how the probe is detected prior to probe S3mthesis. However, Baer detects 
and compare the amount of probe to the amount of label bound to the substrate. 



7. Claims 1 1-14 are rejected under 35 U.S.C. 102(b) as being anticipated by McGall et al 
(U.S. Patent No. 5,843,655, issued 1 December 1998). 

Regarding Claim 1 1, McGall discloses a method of measuring an amount of probe in an 
array comprising a plurality of immobilized probes at a plurality of sites (Column 2, lines 4-34) 
wherein the probes are sequentially sjoithesized at the sites (Column 4, line 49-Column 5, line 
10) wherein the probes are different from each other (Column 2, lines 35-47 and Column 1 1, 
lines 20-34) wherein a labeling compound is coupled to each terminus of the probe in the first 



Application/ Control Number: 10/634,510 Page 5 

Art Unit: 1634 

and in the final synthesis step (Column 6, lines 27-67) and measuring an amount of labeling 
compound at each site (Column 7, lines 25-34 and Column 9, lines 5-12). 

Regarding Claim 12, McGall discloses a method of measuring an amount of probe in an 
array comprising a plurality of immobilized probes at a plurality of sites (Column 2, lines 4-34) 
wherein the probes are sequentially synthesized at the sites (Column 4, line 49-Column 5, line 
10) wherein the probes are different from each other (Column 2, lines 35-47 and Column 11, 
lines 20-34) wherein a labeling compound is coupled to each terminus of the probe in the final 
synthesis step and measuring an amount of labeling compound at each site (Column 7, lines 
25-34 and Column 9, lines 5-12) and measuring an amount of target captured at each site and 
comparing the amount of probe to target substance (column 13, lines 24-33). 

Regarding Claim 13, McGall discloses the method wherein the amount of label bound to 
the surface is compared to the probe label at each site during a first coupling step (i.e. coupling 
efficiency, Column 6, line 27-Column 7, line 45). As stated above, it is unclear how the probe 
is detected prior to probe synthesis. However, McGall detects and compares the amount of 
coupling at each location on the substrate. 

Regarding Claim 14, McGall discloses a method of measuring an amount of probe in an 
array comprising a plurality of immobilized probes at a plurality of sites (Column 2, lines 4-34) 
wherein the probes are sequentially S3mthesized at the sites (Column 4, line 49-Column 5, line 
10) wherein the probes are different from each other (Column 2, lines 35-47 and Column 1 1, 
lines 20-34) wherein a labeling compound is coupled to each terminus of the probe in the first 
and in the final S3aithesis step (Column 6, lines 27-67) measuring an amount of labeling 
compound at each site during the first and subsequent coupling steps (Column 6, lines 27-67; 
Column 7, lines 25-34; and Column 9, lines 5-12) and measuring an amount of target 
captured at each site and comparing the amount of probe to target substance (Column 13, line 
24-Column 14, line 11). 
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Conclusion 

8. No claim is allowed. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741. The 
examiner can normally be reached on 6:00 TO 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jones can be reached on (571) 272-0745. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 

Patent appliceuits with problems or questions regarding electronic images that can be viewed in 
the Patent Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic 
Business Center (Patent EBC) for assistance. Representatives are available to answer your questions 
daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, the 
number of pages and the specific nature of the problem. The Patent Electronic Business Center will 
notiiy applicants of the resolution of the problem within 5-7 business days. Applicants can also check 
PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic Business Center is 
a complete service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder{s) as well as general patent 
information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 



BJ Foiyft&n, Ph.D. 
Primary Examiner 

Art Unit: 1634 
January 23, 2006 



